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Detailed Action 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim1-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Scannell et al (US Pat No: US005377354A) in view of Lloyd et al (US Pat No: 

US006779178B1), hereafter referred to as Scannell and Lloyd, respectively. 

1 . With regards to claims 1,13 and 20, Scannell teaches through Lloyd, a method for 
sending electronic mail (e-mail), from a sender to a plurality of recipients, 
comprising: receiving input from said sender specifying said recipients of an e-mail 
message; and for each of said recipients, receiving input from said sender to create 
a tag indicating the importance of said e-mail message, wherein said tags may vary 
from one of said recipients to another 

(Scannell teaches a design that allows users to set preferences to their email 
systems. Among such preferences is the ability to prioritize messages based on 
user created files so that messages are prioritized in a user-preferred manner 
(column 2, lines 55-62, Scannell). Hence, the priorities may be assigned by the user 
from a range of priorities predetermined by the user (column 3, lines 1-5, Scannell). 
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This includes the creation of priorities (column 2, line 58, Scannell). Plus, features 
available in all email systems such as inputting recipient information into the email 
are also available in Scanners design (column 4, lines 50-68, Scannell). However, 
the priority adjustment feature is only disclosed for the recipient perspective in the 
disclosure. 

Lloyd discloses a design for an email customization design (column 2, lines 11- 
12, Lloyd). In this disclosure, Lloyd teaches a design where the sender is able to 
customize the email message in a variety of formats for the recipients to view 
(column 2, lines 10-29, Lloyd). 

While Scanners design allows for the priority adjustments claimed, the 
disclosure describes only a design allowing for email adjustments by the recipient. 
Lloyd teaches a design where the sender is able to make email adjustments. It 
would have been obvious to one skilled in the art, during the time of the invention, to 
combine the teachings of Scannell with those of Lloyd, to create an email system 
allowing senders to adjust priority settings to the emails, to provide an email 
customization system (column 2, lines 11-12, Lloyd)). 

2. With regards to claims 2, 14 and 21, Scannell teaches through Lloyd, the method 
further comprising: providing a plurality of said tags with predefined content 

(Scannell teaches a design that allows users to set preferences to their email 
systems. Among such preferences is the ability for the priorities to be assigned by 
the user from a range of priorities predetermined by the user (column 3, lines 1-5, 
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Scannell). However, the priority adjustment feature is only disclosed for the recipient 
perspective in the disclosure. 

Lloyd discloses a design for an email customization design (column 2, lines 11- 
12, Lloyd). In this disclosure, Lloyd teaches a design where the sender is able to 
customize the email message in a variety of formats for the recipients to view 
(column 2, lines 10-29, Lloyd). 

While Scannell's design allows for the priority adjustments claimed, the 
disclosure describes only a design allowing for email adjustments by the recipient. 
Lloyd teaches a design where the sender is able to make email adjustments. It 
would have been obvious to one skilled in the art, during the time of the invention, to 
combine the teachings of Scannell with those of Lloyd, to create an email system 
allowing senders to adjust priority settings to the emails, to provide an email 
customization system (column 2, lines 11-12, Lloyd)). 

3. With regards to claims 3, 6, 15 and 22, Scannell teaches through Lloyd, the method 
further comprising: automatically providing default tags, in the absence of contrary 
input from said sender, wherein said default tags may vary according to the status of 
said recipients 

(Scannell teaches a design that allows users to set preferences to their email 
systems. Among such preferences is the ability to prioritize messages based on 
user created files so that messages are prioritized in a user-preferred manner 
(column 2, lines 55-62, Scannell). Since the email system uses priorities, it is 
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inherent that when the user makes no priority preference, the email system will 
employ default priority tags. However, the priority adjustment feature is only 
disclosed for the recipient perspective in the disclosure. 

Lloyd discloses a design for an email customization design (column 2, lines 11- 
12, Lloyd). In this disclosure, Lloyd teaches a design where the sender is able to 
customize the email message in a variety of formats for the recipients to view 
(column 2 r lines 10-29, Lloyd). 

While Scanners design allows for the priority adjustments claimed, the 
disclosure describes only a design allowing for email adjustments by the recipient. 
Lloyd teaches a design where the sender is able to make email adjustments. It 
would have been obvious to one skilled in the art, during the time of the invention, to 
combine the teachings of Scannell with those of Lloyd, to create an email system 
allowing senders to adjust priority settings to the emails, to provide an email 
customization system (column 2, lines 11-12, Lloyd)). 

4. With regards to claims 4, 16 and 23, Scannell teaches through Lloyd, the method 
wherein said sender can compose the content of said tags 

(Scannell teaches a design that allows users to set preferences to their email 
systems. Among such preferences is the ability to prioritize messages based on 
user created files so that messages are prioritized in a user-preferred manner 
(column 2, lines 55-62, Scannell). Hence, the priorities may be assigned by the user 
from a range of priorities predetermined by the user (column 3, lines 1-5, Scannell). 
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This includes the creation of priorities (column 2, line 58, Scannell). However, the 
priority adjustment feature is only disclosed for the recipient perspective in the 
disclosure. 

Lloyd discloses a design for an email customization design (column 2, lines 11- 
12, Lloyd). In this disclosure, Lloyd teaches a design where the sender is able to 
customize the email message in a variety of formats for the recipients to view 
(column 2, lines 10-29, Lloyd). 

While Scannell's design allows for the priority adjustments claimed, the 
disclosure describes only a design allowing for email adjustments by the recipient. 
Lloyd teaches a design where the sender is able to make email adjustments. It 
would have been obvious to one skilled in the art, during the time of the invention, to 
combine the teachings of Scannell with those of Lloyd, to create an email system 
allowing senders to adjust priority settings to the emails, to provide an email 
customization system (column 2, lines 11-12, Lloyd)). 

5. With regards to claim 5, Scannell teaches through Lloyd a method for sending 
e-mail, from a sender to a plurality of recipients, comprising: providing tags, to 
convey information about the importance of an e-mail message; receiving input from 
said sender specifying said recipients of said e-mail message; and for each of said 
recipients, receiving input From said sender specifying one of said tags to be placed 
on said e-mail message, wherein said tags may vary from one of said recipients to 
another 
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(Scannell teaches a design that allows users to set preferences to their email 
systems. Among such preferences is the ability to prioritize messages based on 
user created files so that messages are prioritized in a user-preferred manner 
(column 2, lines 55-62, Scannell). This includes setting priorities based on people. 
Hence, the priorities may be assigned by the user from a range of priorities 
predetermined by the user (column 3, lines 1-5, Scannell). This includes the 
creation of priorities (column 2, line 58, Scannell). Plus, features available in all 
email systems such as inputting recipient information into the email are also 
available in Scanners design (column 4, lines 50-68, Scannell). However, the 
priority adjustment feature is only disclosed for the recipient perspective in the 
disclosure. 

Lloyd discloses a design for an email customization design (column 2, lines 11- 
12, Lloyd). In this disclosure, Lloyd teaches a design where the sender is able to 
customize the email message in a variety of formats for the recipients to view 
(column 2, lines 10-29, Lloyd). 

While Scanners design allows for the priority adjustments claimed, the 
disclosure describes only a design allowing for email adjustments by the recipient. 
Lloyd teaches a design where the sender is able to make email adjustments. It 
would have been obvious to one skilled in the art, during the time of the invention, to 
combine the teachings of Scannell with those of Lloyd, to create an email system 
allowing senders to adjust priority settings to the emails, to provide an email 
customization system (column 2, lines 11-12, Lloyd)). 
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6. With regards to claim 7, Scannell teaches through Lloyd a method for providing 
e-mail services, said method comprising: receiving input from a sender specifying a 
recipient of an e-mail message; and communicating to said sender at least one of 
said recipient's preferences concerning e-mail received by said recipient, before said 
e-mail message is transmitted to said recipient 

(Scannell teaches a design that allows users to set preferences to their email 
systems. Among such preferences is the ability to prioritize messages based on 
user created files so that messages are prioritized in a user-preferred manner 
(column 2, lines 55-62, Scannell). In addition, Scanners design allows for sender 
traits to be checked for each email by the email system (column 7, line 30 - column 
8, line 33, Scannell) using rules. Hence, means for performing the claimed 
communicating to sender the recipient's preferences are present within Scanners 
design. Plus, features available in all email systems such as inputting recipient 
information into the email are also available in Scanners design (column 4, lines 50- 
68, Scannell). However, the priority adjustment feature is only disclosed for the 
recipient perspective in the disclosure. 

Lloyd discloses a design for an email customization design (column 2, lines 11- 
12, Lloyd). In this disclosure, Lloyd teaches a design where the sender is able to 
customize the email message in a variety of formats for the recipients to view 
(column 2 f lines 10-29, Lloyd). 
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While Scanners design allows for the priority adjustments claimed, the 
disclosure describes only a design allowing for email adjustments by the recipient. 
Lloyd teaches a design where the sender is able to make email adjustments. It 
would have been obvious to one skilled in the art, during the time of the invention, to 
combine the teachings of Scannell with those of Lloyd, to create an email system 
allowing senders to adjust priority settings to the emails, to provide an email 
customization system (column 2, lines 11-12, Lloyd)). 

7. With regards to claims 8, 1 1, 18 and 25, Scannell teaches through Lloyd, the method 
wherein said preferences concern the size of e-mail messages sent to said recipient 

(Scannell teaches a design that allows users to set preferences to their email 
systems. Among such preferences is the ability to prioritize messages based on 
user created files so that messages are prioritized in a user-preferred manner 
(column 2, lines 55-62, Scannell). So, the priorities may be assigned by the user 
from a range of priorities predetermined by the user (column 3, lines 1-5, Scannell). 
Hence, the claimed size preference is acceptable within Scanners design. 
Furthermore, Scannell discloses that means are present by which to obtain 
statistical information (column 5, line 1, Scannell). However, the priority adjustment 
feature is only disclosed for the recipient perspective in the disclosure. 

Lloyd discloses a design for an email customization design (column 2, lines 11- 
12, Lloyd). In this disclosure, Lloyd teaches a design where the sender is able to 
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customize the email message in a variety of formats for the recipients to view 
(column 2, lines 10-29, Lloyd). 

While Scanners design allows for the priority adjustments claimed, the 
disclosure describes only a design allowing for email adjustments by the recipient. 
Lloyd teaches a design where the sender is able to make email adjustments. It 
would have been obvious to one skilled in the art, during the time of the invention, to 
combine the teachings of Scannell with those of Lloyd, to create an email system 
allowing senders to adjust priority settings to the emails, to provide an email 
customization system (column 2, lines 11-12, Lloyd)). 

8. With regards to claims 9, 12, 19 and 26, Scannell teaches through Lloyd, the method 
wherein: said preferences concern rating the importance of said e-mail message, 
and; wherein said communicating further comprises: providing said preferences as 
a set of menu entries to said sender; receiving a menu entry selection signal from 
said sender; and in response to said signal, tagging said e-mail message, to 
implement said preferences 

(Scannell teaches a design that allows users to set preferences to their email 
systems. Among such preferences is the ability to prioritize messages based on 
user created files so that messages are prioritized in a user-preferred manner 
(column 2, lines 55-62, Scannell). So, the priorities may be assigned by the user 
from a range of priorities predetermined by the user (column 3, lines 1-5, Scannell). 
Hence, the claimed importance preference is acceptable within Scanners design. 
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However, the priority adjustment feature is only disclosed for the recipient 
perspective in the disclosure. 

Lloyd discloses a design for an email customization design (column 2, lines 11- 
12, Lloyd). In this disclosure, Lloyd teaches a design where the sender is able to 
customize the email message in a variety of formats for the recipients to view 
(column 2, lines 10-29, Lloyd). 

While Scannell's design allows for the priority adjustments claimed, the 
disclosure describes only a design allowing for email adjustments by the recipient. 
Lloyd teaches a design where the sender is able to make email adjustments. It 
would have been obvious to one skilled in the art, during the time of the invention, to 
combine the teachings of Scannell with those of Lloyd, to create an email system 
allowing senders to adjust priority settings to the emails, to provide an email 
customization system (column 2, lines 11-12, Lloyd)). 

9. With regards to claims 10, 17 and 24, Scannell teaches through Lloyd, a method for 
providing e-mail services, said method comprising: maintaining a database 
identifying at least one e-mail recipient and his or her corresponding preferences 
concerning e-mail received by said recipient; and communicating at least one of said 
preferences to a sender of an e-mail message, before said e-mail message is 
transmitted to said recipient 

(Scannell teaches a design that allows users to set preferences to their email 
systems. Among such preferences is the ability to prioritize messages based on 
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user created files so that messages are prioritized in a user-preferred manner 
(column 2, lines 55-62, Scannell). In addition, Scanners design allows for sender 
traits to be checked for each email by the email system (column 7, line 30 - column 
8, line 33, Scannell) using rules. These traits are stored in a storage unit (equivalent 
to the claimed database) and are referenced from there. Hence, means for 
performing the claimed communicating to sender the recipient's preferences are 
present within Scanners design. Plus, features available in all email systems such 
as inputting recipient information into the email are also available in Scanners 
design (column 4, lines 50-68, Scannell). However, the priority adjustment feature is 
only disclosed for the recipient perspective in the disclosure. 

Lloyd discloses a design for an email customization design (column 2, lines 11- 
12, Lloyd). In this disclosure, Lloyd teaches a design where the sender is able to 
customize the email message in a variety of formats for the recipients to view 
(column 2, lines 10-29, Lloyd). 

While Scanners design allows for the priority adjustments claimed, the 
disclosure describes only a design allowing for email adjustments by the recipient. 
Lloyd teaches a design where the sender is able to make email adjustments. It 
would have been obvious to one skilled in the art, during the time of the invention, to 
combine the teachings of Scannell with those of Lloyd, to create an email system 
allowing senders to adjust priority settings to the emails, to provide an email 
customization system (column 2, lines 11-12, Lloyd)). 
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Remarks 

After careful review of the application, the examiner feels the claims provided are 
seen as being general and would benefit from the inclusion of more detailed 
specifications. In addition, should the applicants have any further details regarding their 
design that would present their design as being truly unique over the prior art provided 
by the examiner, they are encouraged to amend the specifications and claims to reflect 
such changes. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Azizul Choudhury whose telephone number is 703-305- 
7209. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley can be reached on 703-308-5221 . The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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